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Office Action Summary 



Application No. 


Applicant(s) 




09/764.974 


SCHASCHKE. HNAS-JURGEN 


Examindr 


Art Unit 




Marc Jimenez 


3726 





- The MAILING DATE of this communh^thn ^ppoars an th^ oov&r sh99t with the GorrQspond&nc& addro&s » 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Exten$lor» Qf tiniQ may be availablo undsr tho provisions of 37 CFR 1 .136(a}, [n no «V6nt, however, may a ropjy be limsJy filed 
after SIX (6) MONTH&tyom tne mdling date of this communication. 

• [f the period for reply specified 4l»AVe \& l««4 th«n thir^ {"W) days, a reply witMn the statutory minimum of thirty (30) day^ will be considerod timoly. 

- If NQ period far reply is specifiad ebave. the maximum statutory period will apply and will expire SIX (6) MONTHS fram the mQiling date of thl$ CQnrtmunicstiDn. 

- Failure lo reply within the set or extended period for reply will, by statute* can*© the appllcatfOn Id booomG ABANDONED (35 U,S,C, § 133). 

- Any reply received by th» Qfflc« later than three months offer the mallffig date of this communication, ev«n If timely filed, may reduce any 
earned patent tarm adjgstment. See 37 CFR 1 J04(b). 

Status 



Responsive to communication(s) filed on . 

This action Is FINAL. 2b)IS This action is non-final. 



2a)a 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practoce under £x parte Quayle, 1935 CD. 11, 453 0,G. 213. 
Disposition of Claims 

4) 13 Claim(s) IzlS is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E1 Claim(s) 1-18 is/are rejected, 

7) n Claim (s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 
Application Papers 

9) n The specification is objected to by the Examiner 

10) D The drawlng{s) filed on is/are: a)D accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the cJrawlng(s) be held In abeyance. See 37 CFR 1.e5{a| 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required In reply to this Office action, 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)ISlAII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received In Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17,2{a)). 
* See the attached detailed Office action for a list of the certified copies not received, 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application), 

a) n The translation of the foreign language provisional application has been received. 
150 Acknowledgment Is made of a daim for domestic priority under 35 U.S.C, §§ 120 and/or 121. 

AttAchment(s) 



^) 13 Notrce of References C(t«d (PTOna92) 

2) □ Notice of Draflsperson's pgtent Drawing Review {PTO-948) 

3} 13 Infornftation Disclosure Siatement(«) (PTO-1449) Paper No(s)2J, 



4) □ Interview SunDmary (PTO-41 3) Paper No(s). 

5) C Notice of Informal Patent Application (PTO-1 52) 

6) 0 Other: 
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DETAILED ACTION 
Priority 

1 , Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

aaim Rejeaions - 35 VSC § 1 02 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that iovm the 
basis for the rejections under this section made in this Office action: 

A person shall be emiUed lo a pateni unless ~ 

(b) Ihc invemion vm patented or deaotibed in a printed pubU«iii<» in this or a fbteieii counlry or in public use or cm 
aale in this coimtiy, marc than one year prior to Ihc date of application for patcnv in the United States. 



(t) the invcmion was described to- ^ », 

(1) aa application for patent, puhlislied under section 122(b), by another nied in fbe United States before ttie 
invention by the appUcam fbr patent, excapi that an international applicauon filed tmd« the treaty defined m 
section 35 1(a) shall have the effect under this subsection of a national application published under secuon 122(b) 
only if the imematiDnal application designating the United States was published under Article 2l(2Xa) ol such 
treaty in th(s English language; or ^- u .v,^ 

(2) a patent cranted on an application for parent by another filed in the United States before the invention by Ihc 
applicant for patent, except that a patent shall not be deemed filed in the United States Ibr the purposes of this 
subsection based on the filing of an international appUcation filed under the treaty defined la section 35 1 (a). 



3. CUlms 1-8, 1 3, 14, and X6-18 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Eddy et al. (6,007,657). 

Eddy et al. teach a roller conoprising a roller core 2 and a roller covering 3 being 
cortqjosed of an elastomer or elastic plastic mataial (col. 4, hue 20) containing fluorinated 
polyolefm seleaed from fluorocarbon plastics (col. 10, lines 23-29 and col. 14, lines 47-50). 
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The fluoiinatedpolyolefin essentially coinprises polytetrafluoroethylene (PTFE) (col 10, line 
29), the elastomer or elastic plastic material comprises from 0,5 to 25% by weight of the 
fluorinated polyolefin selected from fluorocarbon plastics/PTFE (col 14, lines 47-50). The 
fluorinated polyolefin selected from fluorocarbon plastics/PTFE is applied as powder (col. 10, 
lines 27-29). The elastomer or elastic plastic material is based on natural or synthetic rubber (col 
7, last paragi-aph to entire col. 9). The synthetic mbber could be silicone rubber (col. 9, liiies 46- 
47). 

4. Clnims 1-3, 6-9, 13, 14, 16, and 17 are rejected under 35 a.S.C, 1 02(e) as being 
anticipated by Umemoto et al. (6,020,417). 

Umemoto et al. teach a roller comprising a roller core 19 and a roller covering 18 being 
composed of an elastomei' or elastic plastic material containing fluorinated polyolefin (col 4, 
line 2), The fluorinated polyolefin is selected from fluorocarbon plasticg (col. 3, Une 65), the 
fluorinated polyolefin essentially comprises polyteti-afluoroethylene (col 3, Une 33 and col 4, 
line 3). 

5. Claim 12 is rejected under 35 U.S.C. 102(b) as being anticipated by Nishiwaki 
(3.926,701). 

Nishiwaki teaches running a roller 10 in a dampening system of an oflfeet printing 
machine (col 1, lines 15-18). 

Note that with respect to the structure of the roll, it has been held that to be entitled to 
weight in method claims, the recited structure limitations therein must affect the method in a 
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manipulative sense, and not to amount to the mere claiming of a use of a particular structure. Ex 
parte Ffeiffer, 1962 CD. 408 (1961). Therefore the limitations that the covering being composed 
of an elastomer or elastic plastic material containing fluorinated polyolefin does not affect the 
method in a manipulative sense and has not been given patentable weight. 



aaim Rejections - 35 VSC§ 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained ihougli th^ inveniion is not identically disclosed or described as set f(»th in 
secuon 10'' of this lide, if me differences between the stibrjuct matier sought lo be patented and the pnor art are 
such that the subject malicr as a whole would have been obvious at the time the jnvenuon was made to a person 
having ordinary skill in the art to which saii subject matter penains. Patentability shall not be negatived by the 
manner iu which the invention was niade. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eddy et al. in view 
ofTakizawaetal. (5,903,808). 

Eddy et al. teach the invention cited above with the exception of the elastomer or elastic 
plastic material being based on acrylonitrile butadiene rubber, chloroprene rubber, polyurethane 
rubber, polyvinyl chloride, or a suitable mixture thereof 

Takizawa et al. teach an elastomer or elastic plastic material based on chloroprene rubber 
(col. 4, Une 14). 

It would have been obvious to one of ordinary skill in the art, at the time of the invention, 
to have provided the invention of Eddy et al. with chloroprene rubber, in light of the teachings of 
Takizawa et al,, in order to provide an elastomer or elastic plastic material that is durable. 
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8. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eddy et al. in ^ 

view of BlasizaJc et al. (5,120,609), 

Eddy ei al. teach the invention cited above with the exception of the elastomer or elastic ,Aj 



plastic matei'ial being based on a thermoplastic elastomer. 

Blas^ak et al. teach an elastomer or elastic plastic material being based on a thermoplastic 
elastomer, specifically, styi'ene block copolymer (col. 3, lines 53-55). 

It would have been obvious to one of ordinary skill in the art, at the time of the invention, 
to have provided the invention of Eddy et al. with an elastomer or elastic plastic material based 
on a thermoplastic elastomer, in light of the teachings of Blaszak et al., in order to provide a 
material that has a long life with a stable coefficient of friction. 

9, Claim U is rejected under 35 U.S.C 103(a) as being unpatentable over Eddy et al. in 
view of Priebe et al, (5,869,1 88). 

Eddy et al. teach the invention cited above with the exception of t±ie elastomer or elastic 
plastic matei'ial being based on a castable polyurethane system comprising a two component or 
multicomponent polyurethane system 

Priebe et al. teach a elastomer or elastic plastic material being based on a castable 
polyurethane system comprising a two coa5)onent or muliicon^ionent polyurethane system (col. 
12, lines 21-24). 

It would have been obvious to one of ordinary skill in the art, at the time of the invention, 
to have provided the invention of Eddy et al. with elastomer or elastic plastic material being 
based on a citable polyurethane system comprising a two cornponent or multicomponent 



c 
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polyurethane system, in light of the teachings of Priebe et al , in order to provide a material that 
is durable and has a long life. 

10. Claim 15 is rejected under 35 U S.C. 103(a) as being unpatentable over Eddy et al. 

Eddy et al. teach the invention cited above with the exception of the fluorinated 
polyolefin being fibrous. 

At the time the invention \vas made, it would have been an obvious niatter of design 
choice to a person of ordinary skill in the art to have used fibrous material because applicant has 
not disclosed that using fibrous material provides an advantage, is used for a particular purpose, 
or solves a stated problem. One of ordinary skill in the art, furthermore, would have expected 
appUcant's invention to perform equally well with either the powdered material taught by Eddy 
et al. or the claimed fibrous material because both materials in either fiber or powder form would 
work equally as weU. 



Contact Information 

1 L Telephone inquiries regarding the status of applications or other general questions, by 
persons entitled to the information, should be directed to the group clerical personnel. In as much 
as the official records and apphcations are located in the clerical section of the examitiing 
groups, the clerical personnel can readily provide status infornoation. M.P.E.P. 203.08. The 
Group clerical receptionist number is (703) 308-1 148. 

If in receiving this Office Action it is apparent to applicant that certain documents are 
missing, e.g., copies of references cited, form PTO- 1449, form PTO-892, etc., requests for copies 
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of such papers or other general questions should be directed to Tech Center 3700 Customer 
Service at (703) 306-5648, or fax (703) 872-9301 or by email to 
ragtQtYierService3700@usptQ.gQ¥ . 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marc Jimenez whose telephone number is 703-306-5965. The 
examiner can normally be reached on Monday-Thursday and the second Friday of the bi- 
week, between 9am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor^ Tom Hughes can be reached on 703-308-1806. The fax phone numbers for the 
organization wha-e this application or proceeding is assigned are 703-872-9302 for regular 
communications and 703-872-9303 for After Final communications- 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1 148. 

OUXH' hclptiJi ifilephone nttmbdrt *rc listed tor appliuanl's bcrtdfit 

AUowfttl Files & FublicatiQii (703) 308-6789 oi (888) 7S6-0 lO 1 

AsflLsamcnl Bntnoli (703) 308-1^23 

Cimiticatca of Coireodon (703) 305-8309 

Drawing Corrcctioua/'Drttflsmaji (703) 305-8404/S335 

Peiiiions/Spccittl PrDgrums (703) 305-9285 

Tfcimiiud Disdftimers {70a) 305-6408 

PCTHclpDcalc (703)305-3257 

If the inibrmation dcaired is noi provided alMvc, or ti number hui bMn changed, pltaac etill the general iufonnation lielp line below. 



latoTOUidoa iiolp liiw 1-800-736-9199 
Inlernet PTO-Hotne Pafic http:www.uspto.eov/ 
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